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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
06/26/2006 has been entered. 



Response to Arguments 

Double Patentino: 

In respond t o Applicant's remark (page 8 of 10), "...Applicant believe they are 
not required to submit a terminal disclaimer until the claims are allowable and only if the 
allowable claims are unpatentable over Kitsukawa' s claims", the Examiner agrees with 
Applicant that there is no requirement to submit a terminal disclaimer until the claims 
are allowable and only if the allowable claims are unpatentable over Kitsukawa' s 
claims; however, the intention of timelv filed terminal disclaimer is NOT enough to 
overcome the rejection based on a nonstatutory Double Patenting ground, see MPEP § 
804.02 [R-3] Avoiding a Double Patenting Rejection. Moreover, the intention of timely 
filed is NOT the same as timely filed as indicated in MPEP §804 "A timely filed terminal 
disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be used to overcome an 
actual or provisional rejection based on a nonstatutory double patenting ground 
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provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken 
within the scope of a joint research agreement. Effective January 1 , 1994, a registered 
attorney or agent of record may sign a terminal disclaimer. A terminal disclaimer signed 
by the assignee must fully comply with 37 CFR 3.73(b)." 

As such, the Examiner has the duty to maintain the rejection based on a 
nonstatutory Double Patenting ground until a Terminal Disclaimer is timely filed, 
regardless the claims is allowable or not. 

Applicant's arguments, with respect to the rejection(s) of claim(s) 21 , 36, 45 and 
52 under 35 USC §103 have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of Kikinis (US 5929849). 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

the claimed invention is directed to non-statutory subject matter. 

Claims 36-38,40-43 define a machine - readable medium embodying functional 
descriptive material. However, the claim does not define a computer-readable medium 
or memory and is thus non-statutory for that reason (i.e., "When functional descriptive 
material is recorded on some computer-readable medium it becomes structurally and 
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functionally interrelated to the medium and will be statutory in most cases since use of 
technology permits the function of the descriptive material to be realized"). 

The examiner suggests amending the claim to embody the program on 
"computer-readable medium" in order to make the claim statutory. 

For example, Claim 36 claimed "A machine-readable medium having stored 
thereon data representing sequences of instructions, when executed by a machine, 
cause the machine to perform operations comprising..." should be changed to the 
following: 

A computer-readable medium encoded thereon data representing sequences of 
computer executable instructions, that when executed by a computer, cause the 
computer to perform operations 

Note: the above suggestion should apply to all dependent claims 37-38, and 40-43. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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1 . Claims 21- 22, 29, 30, 32-33 36-37, 40-42, 45-46. 49, 52 and 58-61 are rejected 
under 35 U.S.C. 102(e) as anticipated by Kikinis (US 5929849) or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Kikinis (US 5929849) in view of Holman (US 
5285278). 

Claims 21, Kikinis discloses a method comprising: 

Receiving adverting information for a plurality of items along with a 
broadcast of a program (Col. 7, lines 55-Col. 9, lines 25); 

Displaying a single advertising mark for the plurality of items on a display 
along with a scene of the broadcasted program (reads on displaying el. 57 of Fig. 
2A): 

Displaying a list of the plurality of items upon selection of the single 
advertising mark by a viewer (see el. 71 of Fig. 2C); 

Displaying the received advertising information on the display upon selection 
of at least one of the plurality of items from the list by the viewer (for example the 
user selects one of the items, i.e. body style, from windows 71 . The system 
inherently provides a corresponding picture of the body style item selected; see 
Col. 8, lines 25-38); and 

As to "Storing the displayed advertising information upon selection by the 
viewer", this limitation is further met by Kikinis because upon selection the item 
within the windows 71 of Fig. 2C, corresponding Web page is downloaded; Thus, 
the downloaded pages are temporally stored/buffered in the memory. See Col. 
9. lines 61 -Col. 10. lines 5). 
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However, if Applicant disagrees with the Exanniner assertion, then Holman 
(Col. 5, lines 18-22) discloses storing the displayed advertising information upon 
selection of a viewer for the benefit of later retrieving the selected information. 
Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Kikinis for storing the selected 
information, as taught by Holman, so the user able to later retrieve it. 

Claim 22 and 46, Kikinis further discloses "further comprising storing 
advertising information for the or each selected item for a specified period of time 
after the broadcasted ends" reads on Kikinis downloaded Web pages that are 
temporally stored in the buffer/memory are removed from the buffer/memory 
once the broadcast program ends and replaced with new advertising information 
associated with new broadcast program. 

However, if Applicant disagrees with the Examiner assertion, then Holman 
(col. 12. lines 21-29) teaches the claimed limitation for the obvious reason due to 
the limited storage of the storage media. 

Claims 29 and 41 , Kikinis (Fig. 2A. el. 57) further discloses wherein the 
displayed single advertising mark is superimposed over a broadcast of a program 
on the display. 
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Claims 30 and 42, Kikinis further discloses wherein the plurality of item are in 
the displayed scene (Fig. 2C. el. 71) and wherein the displayed single advertising 
mark (Fig. 2A, el. 57) comprises an indicator of the plurality of items in the 
displayed scene. 

Claims 32 and 49, Kikinis further discloses wherein displaying the advertising 
information comprises displaying the advertising information on a portion of the 
display along with the broadcast of a program (Fig. 2C, el. 71; see Col. 8, lines 
25-38). 

Claim 33, Kikinis (Col. 8, lines 34-37) further discloses receiving a request 
from the viewer for electronically ordering the item using the advertising 
information. 

Claim 36 is analyzed with respect to method claim 21 in which Kikinis clearly 
discloses various computer-readable medium having encoded thereon computer 
instructions (Col. 5, lines 25-55 and Col. 6, lines 1-13) to perform the method as 
claimed in claim 21. 

Claim 37 is analyzed with respect to method claim 22 in which Kikinis clearly 
discloses computer instructions (Col. 5, lines 25-55 and Col. 6, lines 1-13) when 
executed by a computer to perform the method as claimed in claim 22. 
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Claim 40, Kikinis further discloses wherein the displayed advertising mark 
(reads on displaying el. 57 of Fig. 2A) comprises an indicator (emblem/hotspot) 
for a plurality of items for which advertising Information is available, and wherein 
the indicator (emblem/hotspot) is representative of the item to which the indicator 
corresponds. 

Claim 45, as analyzed with respect to method claim 21 , Kikinis discloses an 
apparatus Fig. 1 comprising: 

Means 13 for receiving adverting information for a plurality of items along with 
a broadcast of a program (Col. 7, lines 55-Col. 9, lines 25); 

Means 51 for displaying a single advertising mark for the plurality of items on 
a display along with a scene of the broadcasted program (reads on displaying el. 
57 of Fig. 2A); 

Means 51 for displaying a list of the plurality of items upon selection of the 
single advertising mark by a viewer (see el. 71 of Fig. 2C); 

Means 51 for displaying the received advertising information on the display 
upon selection of at least one of the plurality of items from the list by the viewer 
(for example the user selects one of the items, i.e. body style, from windows 71 . 
The system inherently provides a corresponding picture of the body style item 
selected; see Col. 8, lines 25-38); and 
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As to "means for Storing the displayed advertising information upon selection 
by the viewer", this limitation is further met by Kikinis because upon selection the 
item within the windows 71 of Fig. 2C, corresponding Web page is downloaded; 
Thus, the downloaded pages are temporally stored/buffered in the memory 
43/45/47/49. See Col. 9, lines 61 -Col. 10, lines 5). 

However, if Applicant disagrees with the Examiner assertion, then Holman 
(Col. 5, lines 18-22) discloses means for storing (internal memory of unit 1 ; see 
Fig. 3) the displayed advertising information upon selection of a viewer for the 
benefit of later retrieving the selected infomnation. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
modify Kikinis for storing the selected information, as taught by Holman, so the 
user able to later retrieve it. 

Claim 52, as analyzed with respect to method claim 21 in which Kikinis 
discloses an a receiver system Fig. 1 comprising a storage device 43/45/47/49, a 
processor 19 coupled to the storage device for performing the method as 
claimed. 

Claims 58-61, Kikinis further discloses wherein the single advertisement mark 
is enable if the user has selected a stored advertisement mode (reads on 
activating the cursor 70), the advertising mark having been stored before being 
displayed in the stored advertisement mode, and wherein the single advertising 
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mark is disable if the user has selected a non-advertising mode (reads on do not 
activate the cursor 70) (see Col. 7, lines 38-Col. 8, lines 38). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 23-24, 31 , 38, 43 and 53 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Kikinis (US 5929849) in view of Holman (US 5285278). 

Claim 23, Kikinis does not disclose, "storing the displayed advertising 
information on a smart card." 

Holman discloses storing the displayed advertising information on a smart card 
(Col. 12, lines21-29) upon selection of a viewer (Col. 5, lines 18-22). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Kikinis to have selected advertisement to 
store on a smart card, as taught by Holman so to take the advantage of the 
portability of storage media. 
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Claims 24, 38 and 53, Holman further disclose storing infonnation on the smart 
card regarding an associated broadcast of a program in association with the 
displayed advertising information (Col. 9, lines 59-64). 

Claims 31. and 43, Kikinis in view of Holman (Col. 5, lines 33-40) further 
comprising recalling the stored displayed advertising information and displaying it at 
a time that is different from a display time of a scene in which an advertised item 
appears. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hal Iran whose telephone number is (571) 272-7305. 
The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher S. Kelley can be reached on (571) 272-7331. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomriation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



HT: ht 
09/14/2006 




